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REMARKS 

1. &m^m$& 

Please cancel claims 1-7, 16, and 18, and add new claim 19, Support for new 
Claim 10 may bo found in the original claims and Specification, but especially on page 
18, \\rm 1U-23. 

liuUy of those amendments is respectfully requested. 

2 ■ Rejection of claim s 1-5 and 9-16 under 3S U.S,C. S102(b) as being 

ayvlig^ated I by o r in the alternative as beinfl_obvious under 35 U.S.C. 
Sjoa^yoyer Kftto at al.» U.S V 6,333.367, hereafter "Kato" or '"367", 

A. Rejection under 35 U.S.C. §1 02(b). 

Applicants greatly appreciate the detailed basis of rejection but must respectfully 

disagree. 

To constitute anticipation, all material elements of a claim must be found in one 
prior nit source. In re Marshal 198 U,S.P«Q. 344 (C.C.PA 1978). 

Kato fails to satisfy this standard with respect to Applicants' invention of new 

o!aiin 19. 

Independent claim 19 discloses a method for providing bacterial resistance and 
jocjulres a particular bactericide, i.e., a bismuth carboxylate formed from at least one of 
aromatic carboxylic acids or monofunctional aliphatic carboxylic acids. 

Kato never mentions the word 'bacteria 1 or the fact that a very particular bismuth 
c&rboxylato, i.e., a bismuth carboxylate formed from at least one of aromatic carboxylic 
acids or monofunctional aliphatic carboxylic acid, could provide bacterial resistance. 

Kaio'a disclosure of two bismuth carboxylates fails to disclose Applicants 1 
claimed method of providing bacterial resistance, 

Pirsl, one of Kato's two bismuth carboxylates is outside the scope of Applicants' 
suitable bismuth carboxylates. That is, bismuth citrate is results from a hydroxyl 
functional aliphatic acid. 

Second, Kato 's disclosure of bismuth benzoate fails to anticipate Applicants 4 
claimed method. That is, Applicants are not claiming a composition containing a 
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bismuth carboxylate made from an aromatic acid. Rather, Applicants 1 claimed invention 
Is n method of providing bacterial resistance. 

Knto foils to anticipate the invention of new claim 19. Kato is silent as to 
tectorial resistance and the particular attributes of the specific bismuth carboxyiates 
sctactod by Applicants, As such, Kato fails to place the invention of claim 19 in the 
possession of the public. 

It is therefore respectfully submitted that Kato fails to disclose the invention of 
Applicants* new claim 19. While a prior art reference need not use the identical 
terminology, the reference must "sufficiently describe the claimed invention to have 
placed the public in possession of it." Minnesota Mining & Mfg. Co. v, Johnson & 
Johnson Orthopaedics, Inc., 24 US.P.Q.2d 1321, 1332 (Fed. Cir. 1992). Kato fails to 
meet this fetfindard. 

Accordingly, reconsideration and removal of the rejection as to all pending claims 
\z rnspeclfuJly requested. 

B. Rejection under 35 LLS.C, §1 03(a). 

Applicants greaUy appreciate the detailed basis of rejection but must respectfully 

disngrgo. 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art, to modify the 
rr;fcroncc or lo combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
rnuftl teach or suggest all the claim limitations. MPEP 2143. 

Tills standard is not met with Kato. In particular, Kato fails to disclose or suggest 
fill of Iho claimed limitations of the invention set forth in Applicants' new claim 19. 

Independent claim 19 discloses a method for providing bacterial resistance and 
requires a particular bactericide, i.e., a bismuth carboxylate formed from at least one of 
aromatic carboxylic acids or monofunctional aliphatic carboxylic acids. 

In contrast, Kato never mentions the word 'bacteria 1 . As a result, Kato is 
necessarily silent as to any suggestion that a very particular bismuth carboxylate, i.e., a 
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bismuth ccuboxylate formed from at least one of aromatic carboxyiic acids or 
monofuncfional aliphatic carboxyiic acid, could provide bacterial resistance. 

Rather, Kato discloses a laundry list of suitable bismuth compounds (D) of which 
only one Is suitable for use in Applicants' claimed method. That is, of the seven 
bismuth containing compounds disclosed by Kato, six would fail to provide any bacterial 
resistance. 

As such, Kato fails to disclose a method of providing bacterial resistance 
requiring the use of a bactericide comprising a bismuth carboxylate formed from at least 
ono of aromatic carboxyiic acids or monofunctional aliphatic carboxyiic acids. Where 
tho prior ort gives no indication of which parameters are critical and no direction as to 
Which of many possible choices is likely to be successful, the fact that the claimed 
Combination falls within the scope of possible combinations taught therein does not 
render it unpatenlably obvious. In re OTarretl, 7 U.S.P.Q 1673 (Fed. Cir. 1988). 

Accordingly, Kato fails to disclose or suggest a method for improving bacterial 
resistance. Kato cannot provide a prima facie case of obviousness with respect to 
Applicants' independent claim 19 or to any claims dependent thereon. 

Reconsideration and removal of the rejection as to all pending claims is 
toapGCJtftilly requested. 

3. fretecli on of claims 1-5 and 9-16 under 35 U.S.C. 6l02(b> as being 

anticipated bv or in the alternative as being obvious unde r 35 U.S.C. S103(a 
BmffltmJl&JM 36,823, hereafter "Sikora" or,'H823". 

A. Rejection under 35 U.S.C. §102(b). 

Applicants greatly appreciate the detailed basis of rejection but must respectfully 

<Roogroo. 

To constitute anticipation, all material elements of a claim must be found in one 
prior art source. In re Marshall, 198 U.S.P.Q. 344 (C.C.P.A. 1978). 

Sikora fails to satisfy this standard with respect to Applicants' invention of new 

claim 19. 
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Independent claim 19 discloses a method for providing bacterial resistance and 
requires a particular bactericide, i.e., a bismuth carboxylate formed from at least one of 
itrom&llc car boxy lie acids or monofunctional aliphatic carboxylic acids. 

Sikora never mentions the word 'bacteria 1 or the fact that a very particular 
bismuth carboxylate, i-fc., a bismuth carboxylate formed from at (east one of aromatic 
rnrboxylic acids or monofunctional aliphatic carboxylic acid, could provide bacterial 
resblttnca. Rather, Sikora's disclosure with respect to bismuth containing compounds 
to limited to bismuth trioxldo. It is respectfully noted that bismuth trioxide is not a 
bismuth carboxylate with the scope of Applicants' claim 19. 

An such, it is respectfully submitted that Sikora fails to disclose the invention of 
Applicants' n€iW claim 19. While a prior art reference need not use the identical 
terminology, the reference must "sufficiently describe the claimed invention to have 
placed the public in possession of it" Minnesota Mining & Mfg. Co. v. Johnson & 
Johnson Orthopaedics, foa, 24 U.SP.Q.-2d 1321, 1332 (Fed. Gir. 1992). Sikora fails to 
moot ihiii standard. 

Accordingly, reconsideration and removal of the rejection as to all pending claims 

is respectfully requested. 

B. Rejection under 35 U.S.C. §1 03(a). 

Applicants greatly appreciate the detailed basis of rejection but must respectfully 

citeatfitte. 

To establish a prima facie case of obviousness, three basic criteria must be met. 
Fln&t, thftro must some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art, to modify the 
rofcrancft or to combine reference teachings. Second, there must be a reasonable 
Expectation oF success. Finally, the prior art reference (or references when combined) 
muirt teach or suggest all the claim limitations, MPEP 2143. 

This standard is not met with Sikora, In particular, Sikora fails to disclose or 
s uggest all of the claimed limitations of the invention set forth in Applicants' new claim 
10. 
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Independent claim 19 discloses a method for providing bacterial resistance and 
requires a particular bactericide, i.e., a bismuth carboxyiate formed from al least one of 
aromatic carboxylic acids or monofu notional aliphatic carboxyiic acids. 

In contrast, Sikora never mentions the word 'bacteria'. As a result, Sikora is 
rtEiCCSsmily silent ns to any suggestion that a very particular bismuth carboxyiate, Le., a 
bismuth carboxyiate formed from at least one of aromatic carboxylic acids or 
monofuribtional aliphatic carboxylic acid, could provide bacterial resistance. 

Rather, Sitora's disclosure with respect to bismuth containing compounds is 
limited to bismuth trioxkte. It is respectfully noted that bismuth trioxide is not a bismuth 
carboxylase with the scope of Applicants' claim 19. 

Accordingly, Sikora fails to disclose or suggest a method for improving bacterial 
resistance* Sikora cannot provide a prima facie case of obviousness with respect to 
Applicants' independent claim 19 or to any claims dependent thereon. 

Reconsideration and removal of the rejection as to all pending claims is 
i&sp&ctfully requested, 

*- Kftfection o f claims 1.-5. and 9-16 under 35 U.S.C. 5102(b1 as being 

pnttelpatftd byar jnjhe alternative as being obvious under 35 U.S.C. §103fc 
oyer Bpssert et at ,, U.S. 6/1 24.380. hereafter "BossarT or '"380", 

A, Rejection under 35 U.S.C. §102(b). 

Applicants greatly appreciate the detailed basis of rejection but must respectfully 

disngree. 

To constitute anticipation, all material elements of a claim must be found in one 
prior cirt source. In re Marshall, 198 U.S.P.Q. 344 (C.C.P.A, 1978). 

Robert fail?* to satisfy this standard with respect to Applicants' invention of new 
claim 19. 

Independent clairn 19 discloses a method for providing bacterial resistance and 
requires a particular bactericide, i,e., a bismuth carboxyiate formed from at least one of 
Oi oi untie Crirboxyilo acids or monofunctional aliphatic carboxylic acids, 

Bossort never mentions the word 'bacteria 1 or the fact that a very particular 
bkmtilh caiboxylate, Le. T a bismuth carboxyiate formed from at least one of aromatic 
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cnrboxylic acids or rnonofunctional aliphatic carboxylic acid, could provide bacterial 

resistance. 

Bossert's disclosure of nine bismuth carboxylates fails to disclose Applicants* 
claimed method of providing bacterial resistance. 

First, four of Bossert's nine bismuth carboxylates are outside the scope of 
Applicants 1 suitable bismuth carboxylates. That is, lactic acid, tartartic acid, thioglycolic 
acid, and mercaptosucclnlc acid are all polyfunctional aliphatic carboxylic acids. 

Second, Bossert's disclosure of the other five bismuth carboxylates fails to 
nnlicipato Applicants' claimed method. That is, Applicants are not claiming a 
composition containing a bismuth carboxylate. Rather, Applicants' claimed invention is 
a nwthod of providing bacterial resistance, 

ttosoort thus fails to anticipate the invention of new claim 19. Bossert is silent as 
lo bacterial resistance and the particular attributes of the specific bismuth carboxylates 
selected by Applicants. As such, Bossert fails to place the invention of claim 19 In the 
possession of the public. 

It is therefore respectfully submitted that Bossert fails to disclose the invention of 
Applicants' new claim 19. While a prior art reference need not use the identical 
lot mlnofogy, the reference must "sufficiently describe the claimed invention to have 
plncoil the public in possession of it." Minnesota Mining & Mfg. Co, v, Johnson & 
Johnson Orthopaedics, lno„ 24 U.S.P,Q.2d 1321, 1332 (Fed. Cir. 1992). Kato fails to 
meet ihis slamtertf. 

Accordingly, reconsideration and removal of the rejection as to all pending claims 
Ig respectfully requested. 

& Ruction under 3S U.S.C, §1 03(a). 

Applicants greatly appreciate the detailed basis of rejection but must respectfully 

disagree, 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must some suggestion or motivation, either in the references themselves or 
in Uki knowledge generally available to one of ordinary skill in the art, to modify the 
inference or to combine reference teachings. Second, there must be a reasonable 

P;ige 10 of IS 

PAGE 14/22 * RCVD AT 12/23/2005 9:14:56 AM [Eastern Standard Time] 1 SVR:USPTO-EFXRF-6/24 1 DNIS:2738300 1 C8D:1 248 524 2700 * DURATION (mnw$):08-14 



DEC-23-2005 FRI 09:23 AM CANTOR COLBURN LLP 



FAX NO. 1 248 524 2700 P. 15 

(Practilloner's Docket No. IPAT-98897/BC1-0O46) 



expectation of success. Finally, the prior art reference (or references when combined) 
mi sot teach or suggest all the claim limitations. MPEP 2143. 

This standard is not met with Bossert. In particular, Bossert fails to disclose or 
suggest ail of the claimed limitations of the invention set forth in Applicants' new claim 

10. 

Independent claim 19 discloses a method for providing bacterial resistance and 
rtiqulros a particular bactericide, i.e.. a bismuth carboxylate formed from at least one of 
aromatic carboxylic acids or rnonofunclional aliphatic carboxylic acids. 

In contrast, Bossert never mentions the word 'bacteria'. As a result, Bossert is 
neccsfcarily &i!ont as to any suggestion that a very particular bismuth carboxylate, i.e., a 
MiHYiUtn carboxylate formed from at least one of aromatic carboxylic acids or 
monofunotional aliphatic carboxylic acid, could provide bacterial resistance. 

Rfilhor, Bossert discloses a laundry list of nine bismuth carboxylates suitable as 
ftalfitysts in his invention. However, only five of the nine catalysts appear to be suitable 
for u&u in Applicants' claimed method. That is, of the nine bismuth carboxylates 
rlfedosfHl by Bossert, four would appear to fail to provide any bacterial resistance. 

As such, Bossart fails to disclose a method of providing bacterial resistance 
requiring the uae of a bactericide comprising a bismuth carboxylate formed from at least 
ane of aromatic carboxylic acids or monofunctional aliphatic carboxylic acids. Where 
tha prioi art gives no indication of which parameters are critical and no direction as to 
which of many possible choices is likely to be successful, the fact that the claimed 
combination fails within tho scope of possible combinations taught therein does not 
mivler it unpatentably obvious. In re O'Farrell, 7 UB.P.Q 1673 (Fed. Cir. 1988). 

Accordingly, Bossert fails to disclose or suggest a method for improving bacterial 
resistance. Bossert cannot provide a prima facie case of obviousness with respect to 
Applicants' independent claim 19 or to any claims dependent thereon. 

Reconsideration and removal of the rejection as to all pending claims is 
respectfully requested. 
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3. Reje ction of claims 1-2 under 35 U.S.C. §102{b) as being anticipated bv 
f M gMintf o et at. U.S« 5.972,189, hereafter "McMurdie" or "'189". 

i 

A, Rejection under 35 U.S.C. §1 02(b). 

Applicants greatly appreciate the detailed basis of rejection but must respectfully 

disagree. 

To constitute anticipation, all material elements of a claim must be found in one 
prior firt source. in re Marshal/, 198 U.S.P.Q. 344 (C.CPA 1978). 

McMurdie fails to satisfy this standard with respect to Applicants' invention of 
how claim 19. 

Independent claim 19 discloses a method for providing bacterial resistance and 
requires a particular bactericide, Le M a bismuth carboxylate formed from at least one of 
gromfttio carboxylic acids or monofu notional aliphatic carboxylic acids, 

McMurdie never mentions the word 'bacteria' or the fact that a very particular 
bismuth carboxylate, i.e., a bismuth carboxylate formed from at least one of aromatic 

bodies acids or monofunctional aliphatic carboxylic acid, could provide bacterial 
resistance. 

Rather, McMurdie's disclosure with respect to bismuth containing compounds is 
limited to bismuth diofganodithiocarbamate. It is respectfully noted that bismuth 
(iiorgsinodithlocafijamalc is not a bismuth carboxylate with the scope of Applicants' 

claim 19. 

As such, it is respectfully submitted that McMurdie fails to disclose the invention 
ut Applicants 1 claim 19. While a prior art reference need not use the identical 
terminology, the reference must "sufficiently describe the claimed invention to have 
placed the public in possession of it." Minnesota Mining & Mfg. Co, v, Johnson & 
Johnson Orthopaedics, Inc., 24 U.SP.Q.2d 1321, 1332 (Fed. Cir. 1992). McMurdie 
fails, fo meet this standard. 

Accordingly, reconsideration and removal of the rejection as to all pending claims 
Is respectfully requested. 
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B. Ruction under 35 U.SX. §1 03(a). 

Applicants greatly appreciate the detailed basis of rejection but must respectfully 

To establish a prima facie case of obviousness, three basic criteria must be met. 
FufA t Ihorq must some suggestion or motivation, either in the references themselves or 
in the knowledge- generally available to one of ordinary skill in the art, to modify the 
reference* or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
most teach or suggest all the claim limitations. MPEP 2143. 

This standard is not met with McMurdie. In particular, McMurdie fails to disclose 
or sucjuoal alt of the claimed limitations of the invention set forth in Applicants 1 new 
claim 10. 

Independent claim 19 discloses a method for providing bacterial resistance and 
requires a particular bactericide, i.e., a bismuth carboxyiate formed from at least one of 
orowUic carboxylic acids or monofunctional aliphatic carboxylic acids. 

In contiasl, McMurdie never mentions the word 'bacteria'. As a result, McMurdie 
Is necessarily silent as to any suggestion that a very particular bismuth carboxyiate, i.e., 
o bismuth carboxyiate formed from at least one of aromatic carboxylic acids or 
monofunctional aliphatic carboxylic acid, could provide bacterial resistance. 

Ftathor, McMurdio's disclosure with respect to bismuth containing compounds is 
limited to bismuth diorganodithiocarbamate. It is respectfully noted that bismuth 
dio/ijanodithlocarbamate is not a bismuth carboxyiate with the scope of Applicants 1 
claim 19, 

Accordingly, McMurdie fails to disclose or suggest a method for improving 
bacterial resistance. McMurdie cannot provide a prima facie case of obviousness with 
inspect to Applicants' independent claim 19 or to any claims dependent thereon. 

Reconsideration and removal of the rejection as to all pending claims is 

fQttpftCtfuUy requested. 
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6. ftefectton of ciairhs 6-8 and 17 under 35 U.S.C. S1 03(a) as being obvious 
fflaaJfcte it ® 1 " u A € 333,367. hereafter "Kato" or "'367A 

Applicants greatly appreciate the detailed basis of rejection but must respectfully 
disaow- " Is notcd t,iat Mellon is moot with respect to canceled claims 6-8. 

To establish a prima facie case of obviousness, three basic criteria must be met 
First, there must somo suggestion or motivation, either in the references themselves or 
in thu knowledge generally available to one of ordinary skill in the art, to modify the 
reforonco or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. MPEP 2143. 

This standard is not met with Kato, In particular, Kato fails to disclose or suggest 
nil of the claimed limitations of the invention set forth in Applicants' new independent 
claim 10 and thus amended dependent claim 17. 

Independent claim 19 discloses a method for providing bacterial resistance and 
requires a particular bactericide, i.e., a bismulh carboxylate formed from at least one of 
tvomulic carboxylic acids or monofunctional aliphatic carboxylic acids. Claim 17, which 
depends from independent claim 19. incorporates all of the limitations of claim 19. In 
addition, claim 17 sots forth two preferred bismuth carboxylates that provide 
advantageous bacterial resistance, 

In contrast, Kato never mentions the word 'bacteria'. As a result, Kato is 
nocofiSBiHy silent as to any suggestion that a very particular bismuth carboxylate, i.e., a 
bismuth carboxylate formed from at least one of aromatic carboxylic acids or 
nionofunclional aliphatic carboxylic acid, could provide bacterial resistance. 

Rather, Kato discloses a laundry list of suitable bismuth compounds (D) of which 
only one is suitable for use in Applicants' claimed method. That Is, of the seven 
bismuth containing compounds disclosed by Kato, six would fail to provide any bacterial 
resistance. 

As ouch, Kato fails to disclose a method of providing bacterial resistance 
ieCiUirino the use of a bactericide comprising a bismuth carboxylate formed from at least 
one of aromatic carboxylic acids or monofunctional aliphatic carboxylic acids. Where 
the prior ait gives no indication of which parameters are critical and no direction as to 
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which of many possible choices is likely to be successful, the fact that the claimed 
combination fails within the scope of possible combinations taught therein does not 
rector it unpatentnbly obvious. In re O'Farrell, 7 U.S.P.Q 1673 (Fed. Cir. 1988). 

Accordingly. Kalo fails to disclose or suggest a method for improving bacterial 
rcotetanca. Kalo cannot provide a prima facte case of obviousness with respect to 
Applicants 1 independent daim 19 or to claim 17 that is dependent thereon. 

Reconsideration and removal of the rejection as to claim 17 is respectfully 
requested. 

7. Ruction of cl aims 6-8 and 17 under 35 U.S.C. S103fal over Sikora. U.S. 

B t 1B6jfc5 t hereafter " Sikora" or t "823 ,, . 

Applicants greatly appreciate the detailed basis of rejection but must respectfully 
diragree. II Is noted that the rejection is moot with respect to canceled claims 6-8. 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
cxpectm-on of success. Finally, the prior art reference (or references when combined) 
muj;t teach or suggest all the claim limitations. MPEP 2143. 

This standard is not met with Sikora. In particular, Sikora fails to disclose or 
ouggost all of tho claimed limitations of the invention set forth in Applicants' new claim 
19 and thus amended dependent claim 17. 

Independent claim 19 discloses a method for providing bacterial resistance and 
requites a particular bactericide, i.e., a bismuth carboxylate formed from at least one of 
aromatic carboxylic acids or monofunctional aliphatic carboxylic acids. Claim 17, which 
depends from independent claim 19, incorporates all of the limitations of claim 19. In 
addition, claim 17 sets forth two preferred bismuth carboxylates that provide 
advantageous bacterial resistance. 

In contrast, Sikora never mentions the word 'bacteria*. As a result. Sikora is 
necessarily silent as to any suggestion that a very particular bismuth carboxylate. i.e., a 
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bismuth carboxylate formed from at least one of aromatic carboxylic acids or 
monofunctional aliphatic carboxylic acid, could provide bacterial resistance. 

Ralhor, Sikora's disclosure with respect to bismuth containing compounds is 
limited to bismuth trioxido. It is respectfully noted that bismuth trioxide is not a bismuth 
cr-rrboxylata with the scope of Applicants' claim 19. 

Accordingly, Sikora fails to disclose or suggest a method for improving bacterial 
resistance. Sikora cannot provide a prima facie case of obviousness with respect to 
Applicants' independent claim 19 or to claim 17 that is dependent thereon. 

Reconsideration and removal of the rejection as to claim 17 is respectfully 
roquested. 

ti. fetitoeffon o f claims 6-8 and 17 under 35 U.8.C. S103(al over Bossert et al., 
tfes, 6,124,380, hereafter 'Bossert" or '"380". 

Applicants greatly appreciate the detailed basis of rejection but must respectfully 
disagree. It is noted that the rejection is moot with respect to canceled claims 6-8. 

To establish a prima facie case of obviousness, three basic criteria must be met. 
Tirct, there must some suggestion or motivation, either in the references themselves or 
In the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
exportation of success. Finally, the prior art reference (or references when combined) 
must torich or suggest all the claim limitations. MPEP 2143. 

1 his standard is not met with Bossert. In particular, Bossert fails to disclose or 
supgest all of the claimed limitations of the invention set forth in Applicants' new claim 
. .18 and thus amendad dependent claim 17. 

Independent clalt n 1 9 discloses a method for providing bacterial resistance and 
r equtao o particular bactericide, i.e., a bismuth carboxylate formed from at least one of 
nromntlc carboxylic acids or monofunctional aliphatic carboxylic acids. Claim 17, which 
depend;:! from Independent claim 19, incorporates all of the limitations of claim 19. In 
addition, claim 17 sets forth two preferred bismuth carboxylates that provide 
advantageous bacterial resistance. 
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In contrast, Bossert never mentions the word 'bacteria'. As a result, Bpssert is 
necessarily silent as to any suggestion that a very particular bismuth carboxylate, i.e., a 
bismuth carboxylate formed from at least one of aromatic carboxylic acids or 
monofnnctional aliphatic carboxylic acid, could provide bacterial resistance. 

Rather, Eiossert discloses a laundry list of nine bismuth carboxylates suitable as 
catetysls in hi$ invention. However, only five of the nine catalysts appear to be suitable 
for use in Applicants' claimed method. That is, of the nine bismuth carboxylates 
disctosod by Bossert, four would appear to fail to provide any bacterial resistance. 

As such, Bossert fails to disclose a method of providing bacterial resistance 
requiring tho use of a bactericide comprising a bismuth carboxylate formed from at least 
ouo of aromatic carboxylic acids or monofunctional aliphatic carboxylic acids. Where 
fho prior art gives no indication of which parameters are critical and no direction as to 
Which of many possible choices is likely to be successful, the fact that the claimed 
combination falls within the scope of possible combinations taught therein does not 
render It unpatontably obvious. In re OTarrelh 7 U.S.P.Q 1673 (Fed. Cir, 1988). 

Accordingly, Bossert fails to disclose or suggest a method for improving bacterial 
resistance. Bossort cannot provide a prima facie case of obviousness with respect to 
Applicants' independent claim 19 or to claim 17 that is dependent thereon, 

Reconsideration and removal of the rejection as to claim 17 is respectfully 
requested. 
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CONCLUSION 



Applicants) respectfully submit that the Application and pending claims are 
palentabfo in view of the foregoing amendments and/or remarks. A Notice of 
Aiiowancn is respectfully requested. As always, the Examiner is encouraged to contact 
Iho Undersigned by telephone if direct conversation would be helpful, 



f rkL'.y. December 23, 200ft 
CORRESPONDENCE ADDRESS ONLY 



BASF Corporation 
26701 Tolegraph Road 
Southitaid, Michigan 48034-2442 
Customer Mo. 26022 
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Respectfully Submitted, 



Mary E. Golcfta 
Registration No. 36.814 
Cantor Colburn LLP 
(248) 524-2300 
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